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DETAILED ACTION 

Applicants' arguments, filed March 14, 2005, have been fully considered and 
they are not deemed to be persuasive. Rejections and/or objections not reiterated from 
previous office actions are hereby withdrawn. The following rejections and/or objections 
are either reiterated or newly applied. They constitute the complete set presently being 
applied to the instant application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3-21, 23-41, and 43-60 remain rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 1, 21, and 41 have been amended to include the limitation of "more than 
one individual single stranded and bimolecular complexes". It is unclear whether the 
complexes are required to be both single stranded and bimolecular or if the complexes 
may be single stranded or bimolecular. Furthermore, it is unclear what other types of 
molecules besides nucleic acids are referred to as "single stranded" or has hybridization 
thermodynamics. 

In addition, in claims 1, 21, and 41, the claims recite the limitation of statistically 
weighting the hybridization thermodynamics. However, it is unclear from the claims how 
statistically weighting the hybridization thermodynamics affects the calculation of the 
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hybridization thermodynamics after the calculation has already been preformed in a 
previous step. 

Claims 1, 21 and 41 recites the limitation "species" in the last line. There is 
insufficient antecedent basis for this limitation in the claim. Since the instant limitation 
was not recited previously in the claim, it is unclear to what kind of species does the 
limitation refer. 

Claims 3-20, 23-40, and 43-60 remain rejected for their dependence from claims 
1,21,and41. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 3-21, 23-41, and 43-60 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Consideration of the "Computer-Related Inventions" section of the MPEP at 
section 2106, Part IV, subpart B, has revealed that the instant claims are directed to .< 
non-statutory subject matter without requiring performance of a result outside of a 
computer. Thus, the manipulation of data or conversion of data, in this case, the 
calculation of hybridization thermodynamics without any physical transformation outside 
of the computer is non-statutory. Thus the instant claims are directed to non-functional 
descriptive material. For example, said MPEP section also clarifies that claims such 
non-statutory subject matter on a computer medium or in software does not prevent this 
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rejection. Below is a discussion of specific limitations, which do not provide statutory 
subject matter, even when combined with the calculation of hybridization 
thermodynamics. 

For example in claim 1, the instant claim recites the limitation of "outputting at 
least one equilibrium concentration." The instant limitation also does not result in any 
physical transformation outside of the computer, since outputting includes the 
transference of data from one component of a computer such as a hard drive to another 
component of a computer, such as a second hard drive. 

For example in claim 21 , the limitation of "a system for predicting" is interpreted 
to include a system of method steps. Thus the steps that begin with the phrase "a 
means for" are method steps that work within the system of method steps. Although the 
instant claim includes a database, the compilation of data is non-statutory according to 
the MPEP at section 2106, Part IV, subpart B. 

For example in claim 41 , the claim includes the limitation "a computer readable 
storage medium". Despite the inclusion of this limitation, the instant claim is still non- 
statutory. The MPEP at section 2106, Part IV, subpart B states, "When non-functional 
descriptive material is recorded on some computer-readable medium, it is not statutory 
since no requisite functionality is present to satisfy the practical application requirement. 
Merely claiming nonfunctional descriptive material stored in a computer-readable 
medium does not make is statutory." Thus this instant limitation does not provide for 
any physical transformation outside the computer. Given that the method steps are 
drawn to non-functional descriptive material, the embodiment of these method steps in 
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a system, computer-readable storage medium, or some other computer means for 
implementing the system is non-statutory. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

Claims 1, 5, 9-15, 18, 21, 25, 29-35, 41, 45, and 49-55 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Lange et al. (US 6,403,314) in view of Lane 
et al. (US 6,027,884). 

Please see the previous office action for the teaching of Lange et al. and Lane et 

al. 
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Applicants have responded to this rejection by amending into claim 1, 21, and 41 
the limitation of statistically weighting the hybridization thermodynamics of more than 
one individual single stranded and bimolecular complexes; and outputting at least one 
equilibrium concentration of at least one species. 

The Examiner notes that Lange et al. teach calculating hybridization 
thermodynamics wherein the thermodynamics of more than one individual single 
stranded and bimolecular complexes (single stranded nucleic acid fragments or 
hybridized fragments) are statistically weighted by accumulating the total stability for all 
interactions to a fragment and each is given equal statistical weight (column 11, lines 1- 
36). 

The Examiner also notes that Lane et al. teach outputting at least one equilibrium 
concentration of at least one species as in Figure 4 and its description. 

Since the combination of the references teaches all the limitations and one of 
ordinary skill in the art would be motivated to combine these teaching for the reasons 
provided in the previous office action, the instant claims are rejected under 35 USC 
§103. 

Claims 1, 6-8, 16, 17, 21 , 26-28, 36, 37, 41, 46-48, 56 and 57 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Lange et al. (US 6,403,314) in view of 
Lane et al. (US 6,027,884) further in view of Barciszewski et al. (RNA Biochemistry and 
Biotechnology). 
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Please see the previous office action for teachings of Lange et al., Lane et al., 
and Barciszewski et al. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerry Lin whose telephone number is (571) 272-2561. 
The examiner can normally be reached on 6:30-5:00, M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, Ph.D. can be reached on (571) 272-0718. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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